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REMARKS 

Claims 8 through 12 have been cancelled without prejudice. By this paper, Claims 1 and 
13 have been amended. The Office Action identified dependent Claim 15 as containing 
allowable subject matter. Accordingly, Claim 15 has been re-written as new independent Claim 
18. Thus, Claims 1-7 and 13-18 are pending in the application and are presented for 
reconsideration and further examination in view of the amendments and the following remarks. 

Claim Rejections - 35 U.S.C. § 1 12, paragraph 2 

The Office Action rejected Claims 13-17 as being indefinite for reciting physical 
properties without setting forth structural and/or chemical characteristics of said carbon material. 
Applicant has amended Claim 13 to recite, for example, u a carbon fiber material located 
predominantly proximate to said first end and having an overall diameter substantially greater 
than a diameter of said first end ." (emphasis added). How a nanotube mop responds to pressure 
exerted by a surface with which it comes into contact was investigated by contacted the mop with 
flat-bladed tweezers with enough force to bend the underlying fiber. Subsequent SEM analysis 
demonstrated the mechanical resilience of the mop due in part to the mop having a greater 
diameter than the underlying fiber, (see page 12, paragraph 50 and page 15, paragraph 64). 
Therefore, Applicant respectfully submits that the rejection of Claims 13 -17 as being indefinite 
has been overcome. 

Discussion of Rejection Under Nonstatutory Double Patenting 

The Examiner rejected Claims 1-7 and 13-17 under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 21-31 from U.S. Patent 
Number 6,913,075. The Examiner further provisionally rejected Claims 1-7 and 13-17 under the 
judicially created doctrine of double patenting as being unpatentable over co-pending 
Application No. 10/464,830. The Examiner noted that this is a provisional obviousness-type 
double patenting rejection with respect to the pending application because the conflicting claims 
have not in fact been patented. 
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A terminal disclaimer referencing the '075 Patent accompanies this Amendment. 
Therefore, Applicant respectfully requests that the Examiner withdraw the rejection for double 
patenting in view of the '075 Patent. Applicant submits that the filing of a terminal disclaimer to 
obviate a rejection based on nonstatutory double patenting is not an admission regarding the 
propriety of the rejection. See M.P.E.P § 804.02. 

With respect to the '830 Application, the Applicant notes that unless the provisional 
double patenting rejection is the only rejection remaining in one of the applications, the 
provisional rejection should continue to be made. If the provisional rejection is the only rejection 
remaining, the rejection should be withdrawn in the allowed application and converted to a 
double patenting rejection in the other application. See M.P.E.P. § 804. 

Claim Rejections under 35 U.S.C. $ 102/103 in view of Ren, et al. 

Independent Claims 1 and 13 were rejected under 35 U.S.C. § 102/103 as being 
anticipated or obvious in view of Ren et al. (U.S. Patent Publication 2003/0203139). Applicant 
has amended Claims 1 and 13. 

Ren et al. is directed to a microelectrode 600 for a product having a substantially non- 
electrically conductive substrate 602 and .... one or more free-standing carbon nanotubes 604 
originating and extending outwardly from an outer surface 606 of the substrate 602 and at least 
one electrically conductive microfiber 608 operably connected between the carbon nanotube 604 
and the product, (see paragraph 80 and Figure 26). In this way, the carbon nanotube 604 and the 
microfiber 508 are operably and electrically connected to an electric circuit, (see paragraphs 80 
and 81). 

The microfiber arrangement in Ren et al. is different from the arrangement of second 
fibers or carbon fiber material in Claims 1 and 13, respectively. The microfiber arrangement 
illustrated in Figure 26 of Ren et al. teaches connecting the microfibers to an end of the carbon 
nanotube 604 near to the substrate 602. Unlike the microfibers 608 disclosed in Ren et al., the 
plurality of second fibers recited in Claim 1 is "predominately in contact with a distal portion of 
the first fiber." Claim 13 recites "said second ends being in contact with said base" and "a 
carbon fiber material located predominantly proximate to said first end." Accordingly, at least 
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this feature is not disclosed in or taught by the applied reference. Therefore, Applicant 
respectfully submits that the rejection of Claims 1 and 13 in view of Ren et al. has been 
overcome. 

Claim Rejections under 35 U.S.C. § 102/103 in view of Fetcenko et al. 

Claim 13 was rejected under 35 U.S.C. § 102/103 as being anticipated or obvious in view 
of Fetcenko et al. (U.S. Patent No. 6,177,213). Applicant has amended Claim 13 to more clearly 
point out the subject matter claimed. 

Fetcenko et al. is directed to a positive electrode material having at least one conductive 
particle embedded in the positive electrode material, (see column 8, lines 8-34). Figure 2 
illustrates a branching tree-like conductive network formed by an embedded conductive particle. 
However, the conductive network in Fetcenko et al. is different from the arrangement of the 
plurality of fibers in Claim 13. 

For example, Claim 13 is directed to a material having, among other features, "fibers 
being predominantly aligned and forming a sheet that extends in a direction substantially 
perpendicular to the plurality of fibers ." (emphasis added). Unlike Figure 2 of the Fetcenko et 
al. reference, which discloses an arrangement of branches extending in a disorganized variety of 
directions, Applicant's plurality of fibers form a sheet that extends in a direction substantially 
perpendicular to the plurality of fibers. The Fetcenko et al. reference fails to disclose, inter alia, 
this structure. Therefore, Applicant respectfully requests that the rejection of Claim 13 as being 
anticipated by the Fetcenko et al. reference has been overcome. 

Claims 2-7 and 14-17 depend directly or indirectly from one of Claims 1 and 13 and, 
thus, are patentable for at least the same reasons that the claim from which they depend is 
patentable over the applied art. Therefore, allowance of Claims 1-7 and 13-17 is respectfully 
requested. 

New Claim 18 

The Office Action identified dependent Claim 15 as containing allowable subject matter. 
Accordingly, Application has re-written Claim 15 as new independent Claim 18. Claim 18 does 
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not include the feature "said pliable contact surface having a higher degree of mechanical 
resilience than the plurality of fibers in response to application of an external load" recited in 
independent Claim 13. Even without the noted feature, Applicant respectfully submits that new 
Claim 18 is patentable in view of the art of record and overcomes the rejection under 35 U.S.C. 
1 12 paragraph 2 without this feature. Applicant respectfully requests consideration of new Claim 
18. 

CONCLUSION 

For the foregoing reasons, it is respectfully submitted that the rejections set forth in the 
outstanding Office Action are inapplicable to the present claims. Accordingly, issuance of a 
Notice of Allowance is earnestly requested. 

Any remarks in support of patentability of one claim should not be imputed to any other 
claim, even if similar terminology is used. Any remarks referring to only a portion of a claim 
should not be understood to base patentability on solely that portion; rather, patentability must 
rest on each claim taken as a whole. Applicants have not presented arguments concerning 
whether the applied references can be properly combined in view of the clearly missing elements 
noted above, and Applicants reserve the right to later contest whether a proper motivation and 
suggestion exists to combine these references. 

The undersigned has made a good faith effort to respond to all of the noted rejections and 
to place the claims in condition for immediate allowance. Nevertheless, if any undeveloped 
issues remain of if an issue requires clarification, the Examiner is respectfully requested to call 
Applicant's attorney, James Herkenhoff at (619) 687-8663 (direct line), in order to resolve any 
such issue promptly. 
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Please charge any additional fees, including any fees for additional extension of time, or 
credit overpayment to Deposit Account No. 11 1410. 

Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 

By: ^ m/ ^/ ^^ 

Janrfes F. Herkenhon / 
Registration No. 51,241 
Attorney of Record 
Customer No. 20,995 
(619) 235-8550 



Dated: 
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